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DETAILED ACTION 

1 . The following is a non-final office action in response to communication received 
on 10/14/2008. Currently, claims 1-4, 7-8, 10-11, 15-20 have been amended. Thus, 
claims 1-20 are pending in this application. 

Response to Amendment 

2. Applicant's amendment to claims 1 and18 is sufficient to overcome the 35 U.S.C. 
112, second paragraph rejection set forth in the previous office action with regard to 
claims 2, 4-6, 13-14 and 18. The examiner accordingly withdraws the rejection. 

Drawings 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. 

Claim 4 recites "the clarifying symbols consist entirely of 24 letters of the English 
alphabet". However, at least three or more of the following letters, "c", "j". " m ". "Q" and 
"x" are not used as clarifying symbols in the drawings. 

In addition, claim 15 recites "a reading assist card having a window". However, 
the structure of this claimed feature is not shown in the drawings. FIG 10 of the current 
drawings appears to depict a "peeker" as a reading assist card; however, FIG 10 does 
not sufficiently illustrate the structure of the reading assist card as claimed in claim 15. 

Therefore, the above features must be shown or the feature(s) canceled from the 
claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 



Application/Control Number: 10/528,321 Page 3 

Art Unit: 3715 

replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 101 
4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

• Claims 1-20 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to a non-statutory subject matter. 

Regarding claims 1-14, these claims appear to be system claims. Independent 
claim 1 recites "a system for teaching phonics, comprising a visual representation of a 
plurality of words. . ."; however, this claim does not positively recite any feature with 
structural limitations (i.e. a device or an apparatus) to implement the claimed invention. 
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Regarding claims 15-20, these claims appear to be method claims. However, the 
claimed limitations (e.g. see independent claim 15) are directed to non-statutory subject 
matter because these are method or process claims that do not transform underlying 
subject matter (such as an article or materials) to a different state or thing, nor are they 
tied to another statutory class (such as a particular machine). See Diamond v. Diehr, 
450 U.S. 175. 184 (1981 ) (quoting Benson, 409 U.S. at 70): Parker v. Flook. 437 U.S. 
584, 588 n.9 (1978) (citing Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)). See also 
In re Bilski (Fed Cir, 2007-1130, 10/30/2008) where the Fed. Cir. held that method 
claims must pass the "machine-or-transformation test" in order to be eligible for patent 
protection under 35 USC 101. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

• Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The phrase "at least 90%" in line 1 of claim 3 renders the claim indefinite since it 
is not clear what limitation is encompassed in the scope of the claim. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(f) he did not himself invent the subject matter sought to be patented. 

• Claims 1-13 and 15-20 are rejected under 35 U.S.C 102(f) as the provisional 
application includes a copy of the book "Rocket phonics" which is authored by Stephen 
Guffanti and Maureen Guffanti, it appears that the claimed invention has already been 
disclosed to another before the priority filling date of the current application. 

Further, the claimed invention appears to be a mere descriptive matter since 
there is no functional relationship between the printed matter and the substrate. See 
Lowry, 32 F.3d **>at< 1583-84, 32 USPQ2d **>at< 1035 **; In re Ngai, 367 F.3d 1336, 
70 USPQ2d 1862 (Fed. Cir. 20040. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

• Claims 1-13 and 15-20 are rejected under 35 U.S.C 102(a) as being 
unpatentable over "Rocket Phonics", (hereinafter Rocket Phonics). 

Rocket phonics discloses the following claimed limitations, 
Regarding claim 1 , a system for teaching phonics, comprising a visual 
representation of a plurality of words using ordinary spelling and adjacently positioned 
clarifying symbols, wherein each_clarifying symbol consists entirely of underlined or non- 
underlined letters of a standard alphabet (Page 43), 
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Regarding claim 2, the clarifying symbols assist in sounding out at least_part of 
each of the plurality of words (Page 44, lines 4-1 1 ), 

Regarding claim 3, at least 90% of letters in the standard alphabet compose the 
clarifying symbols (Page 45), 

Regarding claim 4, the clarifying symbols consist entirely of 24 letters ofjhe 
English alphabet (Pages 120-124 and 143-147), 

Regarding claims 5 and 6, the standard letters and the clarifying symbols 
together comprise an initial teaching alphabet consisting of less than 44 phonograms; 
the standard letters and the clarifying symbols together comprise an initial teaching 
alphabet consisting of 36 phonograms (Page 12), 

Regarding claims 7 and 8, a prompt to shows when a plurality of the letters form 
a blended sound; the prompt comprises a line under the plurality of the letters (page 27 
and page 43), 

Regarding claim 9, a coloration of a selected one of the standard letters to show 
that such letter is silent in the word (page 43, lines 8-9), 

Regarding claims 1 0 and 1 1 , a modification of a selected one of the standard 
letters to show that the selected letter sounds according to the adjacent phonetic 
symbol; the modification comprises colorizing the selected letter (Pages 43-44), 

Regarding claims 12 and 13, differences in case of the letters are not used to 
represent differences in sound; the adjacently positioned clarifying symbols are placed 
below corresponding ones of the standard letters of at least some of the words (Page 
45), 
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Regarding claim 15, a method of teaching phonetic reading, comprising: 
presenting to a student an alphabet of phonetic symbols consisting of underlined and 
non-underlined letters selected from the group consisting of a, b, c, d, e, f, g, h, I, j, k, I, 
m, n, o, p, q, r, s, t, u, v, w, x, y, z; (Page 43), presenting to the student a word with an 
ordinary spelling; and teaching the student to pronounce the word using the alphabet of 
phonetic symbols (Pages 44-45), 

Regarding claims 16 and 17, phonetic symbols consisting of single letters 
correspond to short vowel sounds; phonetic symbols consisting of more than one letter 
represent long vowel sounds (Pages 49-50), 

Regarding claim 18, displaying a line of words with ordinary spelling to the 
student to accompany at least one of the phonetic symbols (Page 49), 

Regarding claims 19 and 20, a sentence of at least five words with ordinary 
spelling, and placing phonetic symbols of the alphabet below selected ones of the 
words as aids in pronunciation of the selected words; displaying at least one of the 
words without a corresponding one of the phonetic symbols (Page 50). 

Claim Rejections - 35 USC § 103 
8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

• Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rocket 
phonics in view of Esbensen 4,196,529. 
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Regarding claim 14, Rocket phonics discloses the claimed limitations as 
discussed above. 

Rocket phonics does not explicitly disclose, a reading assist card having a 
window sized and dimensioned to focus attention on a subset of the words and 
corresponding ones of the adjacently positioned clarifying symbols. 

However, Esbensen discloses a teaching device and method that teaches, a 
reading assist card having a window sized and dimensioned to focus attention on a 
subset of the words and corresponding ones of the adjacently positioned clarifying 
symbols (col.4, lines 7-23). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the invention of Rocket Phonics in view of 
Esbensen by incorporating a window card that has opening to Rocket Phonics's 
invention in order to help the student to learn the words in such a way that when the 
teacher reads a given word, the student attempts to get the letters that make the word 
through the openings of the window card, thereby learning the correct spellings. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bruk A. Gebremichael whose telephone number is (571) 
270-3079. The examiner can normally be reached on Monday to Friday (7:30AM- 
5:00PM) ALT. Friday OFF. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Xuan Thai can be reached on (571) 272-7147. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Bruk A Gebremichael/ 
Examiner, Art Unit 3715 



/Cameron Saadat/ 

Primary Examiner, Art Unit 3715 



